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Since its introduction in 1995, the Trade Marks Act 1995 (Cth) (the Act) has remained in force 
relatively unchanged. In recent years, the Government has reviewed the Act in light of current 
legislative policy and industry practice. As a result, the Trade Marks Amendment Bill 2006 (the 
Bill) was introduced into Parliament in June 2006 and passed by the Legislative Council on 17 
August 2006. 

The amendments aim to improve Australia�s system of trade mark 
registration and protection by enhancing public con�dence in 
the system and reducing the administrative and �nancial burden 
experienced when registering and protecting trade marks. Some of 
these amendments will assist brand owners with respect to their 
Custom programs and the �nancial burden associated in setting up 
these systems.

Currently, registered trade mark owners can request that Customs 
identify the arrival into Australia of goods which infringe their 
trade marks by providing a written notice of objection along with a 
$10,000 bond. This notice remains in effect for 2 years.

The changes will now make it easier for you to protect your 
registered trade marks. Notices requesting that Customs seize 
infringing goods will stay in effect for 4 years instead of 2 which 
reduces the time and burden of having to renew your Customs Notice 
every two years. This change came into effect on 23 October 2006. 

Furthermore, the burdensome up-front payment of a $10,000 cash 
bond or bank guarantee is replaced by a written undertaking to 
repay the Commonwealth the cost of seizing the goods. This reduces 
the �nancial burden placed on you in having to put up security in the 
form of cash of bank guarantee in the sum of $10,000. This change 
will come into effect on 23 April 2007.

We are able to provide you with further information on setting up 
and running a Customs Program on your behalf in order to assist in 
protecting your brand against counterfeiters.

Amendments to the  
Customs provisions in the Trade Marks Act 1995 (Cth)

Case Note

Diesel�s Australian distributors became aware of a vast amount 
of counterfeit products being sold both through retail stores and 
various markets around Australia. Middletons partner Tony Watson 
and senior associate Lisa Egan worked on effective strategies to 
eradicate the counterfeit goods from the Australian marketplace. 

Originating from Italy, the popular �Diesel� brand attracted the 
attention of counterfeiters hoping to pro�t from its enormous 
worldwide popularity.

During a 12 month period, Middletons acted together with Diesel 
and its investigators to design and implement an effective anti-
counterfeiting program to protect this brand before it was too late.

In a well planned and executed campaign, Middletons targeted a 
number of major suppliers of counterfeit Diesel goods, identi�ed 
from seizures stopped by Customs, and information gained through 
the market watch program. In all, more than 100 counterfeiters (both 
wholesalers and retailers) were identi�ed. In conjunction with Diesel 
representatives, Middletons also conducted training sessions with 
Customs staff to help them identify counterfeit products.
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There are many Australian traders who forget to seek registration of their trade marks in New 
Zealand when they are conducting business in the territory. A number of Australian traders also 
believe that their Australian Trade Marks provide them with trade mark protection in New Zealand 
when this is not the case. 

If you conduct business in New Zealand, then it is imperative that 
you seek trade mark protection by registering New Zealand Trade 
Marks, otherwise other traders may register your marks and then 
prevent you from continuing business in New Zealand.

The process of seeking trade mark registration in New Zealand is 
relatively inexpensive. In New Zealand, there is only one fee payable 
to the Intellectual Property Of�ce of New Zealand, being NZ$100 per 
class at the time when the trade mark is �led. This fee includes the 
application fee and the fee for the �rst 10 years of registration for 
the trade mark. Once the trade mark is �led there are no further fees 
payable to register the trade mark. The next time that any fees are 
payable to the Intellectual Property Of�ce of New Zealand is when 
the trade mark is renewed.

At this stage, New Zealand is not a signatory to the Madrid Protocol. 
However, if a New Zealand Trade Mark Application is �led within 6 
months of �ling an equivalent Australian Trade Mark Application, 
then the New Zealand Trade Mark Application is afforded the earlier 
priority date. It is important to secure the earliest possible priority 
date for your trade mark in New Zealand to ensure that other traders 
do not register your trade mark in New Zealand before you do.

Even if you have not started using your trade mark in New Zealand, 
you are still able to �le a trade mark application if you have an 
intention to export products sometime in the near future to New 
Zealand which feature the trade mark. Even though you may not 
currently be using your trade mark in New Zealand, the fact that you 
have a real intention to use the trade mark in New Zealand in the 
near future is enough for you to seek registration of the trade mark 
in New Zealand. 

However, if you do not use the trade mark in New Zealand within 
three years from the date of �ling the New Zealand Trade Mark 
Application, then the trade mark may be the subject of a removal 
application based on non-use. Despite this, if you have an intention 
to use your trade mark in New Zealand then we recommend that you 
�le a trade mark application in New Zealand as quickly as possible in 
order to secure the earliest possible priority date.

It is important that you consider �ling trade mark applications in 
New Zealand when you �le the equivalent trade mark application 
in Australia. If you do not then you may be prevented from trading 
in New Zealand by reference to your trade marks if another trader 
registers the same trade mark or a similar mark in New Zealand 
before you do.

Have you sought registration of your trade marks in New Zealand?

Late last year the Federal Court delivered an important judgement which considered the question 
of whether a market operator could be held liable for trade mark infringements committed by its 
stallholders that were selling counterfeit goods.

Many designers and brand owners are all too familiar with the 
growing problem of counterfeit products in the Australian and global 
marketplace. The increasing availability and quality of such fakes 
means they are becoming more widely accessible and more dif�cult 
for even the most well-intentioned consumers to tell apart from the 
real thing.

Markets have traditionally been, and continue to be, a hotspot for 
the trade of counterfeit goods which range from high end fashion 
to accessories and scents. In fact, an increasing number of brand 
owners have resorted to hiring private investigators to patrol major 
markets throughout Australia on a regular basis in a bid to identify 
and take action against the traders who are selling copies of their 

The Louis Vuitton case: can market operators be held  
responsible for the sale of counterfeit goods at their markets?




